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Business nameBusiness name trade nametrade nameBusiness nameBusiness name trade nametrade name

Product marks and logosProduct marks and logos trademarktrademarkProduct marks and logosProduct marks and logos trademarktrademark

S ft t t iS ft t t i i hti htSoftware, texts, musicSoftware, texts, music copyrightcopyright
art, creative worksart, creative works

InventionsInventions patentpatent



D t f tD t f tDo not forgetDo not forget
trade secretstrade secrets



TRADEMARKSTRADEMARKS



What’s Trademarkable?What’s Trademarkable?What s Trademarkable?What s Trademarkable?

A id tifi ti fA id tifi ti fAny identification of Any identification of 
d i td i tgoods or services to goods or services to 

indicate source andindicate source andindicate source and indicate source and 
distinguish from goodsdistinguish from goodsdistinguish from goods distinguish from goods 
or services of othersor services of othersor services of others.or services of others.



What’s TrademarkableWhat’s Trademarkable??What s TrademarkableWhat s Trademarkable? ? 

WordWord NameNameWordWord NameName
SymbolSymbol DesignDesignSymbolSymbol DesignDesign
ColorColor SoundSoundColorColor SoundSound
SmellSmell CombinationsCombinations



What’s Trademarkable?What’s Trademarkable?What s Trademarkable?What s Trademarkable?

Trade Dress Trade Dress -- combination of combination of 
many elements that function many elements that function 
together as a source together as a source 
identifier to create an overallidentifier to create an overallidentifier to create an overall identifier to create an overall 
“look”“look”



GenericGeneric
DescriptiveDescriptivepp
SuggestiveSuggestiveSuggestiveSuggestive
Arbitrary/fancifulArbitrary/fancifulArbitrary/fancifulArbitrary/fanciful



TM Exclusion RightsTM Exclusion RightsTM Exclusion RightsTM Exclusion Rights

U i th i il kU i th i il kUsing the same or similar marks Using the same or similar marks 
on similar goods or serviceson similar goods or serviceson similar goods or serviceson similar goods or services

GeographicGeographicGeographicGeographic

Field of UseField of Use

Expansion into area or fields of useExpansion into area or fields of usepp



™™    

®®®®



RegistrationRegistrationRegistrationRegistration

C l i htC l i htCommon law rightsCommon law rights

First useFirst use



If I t t d kIf I t t d kIf I get a trademark If I get a trademark 
i t ti f “ ”i t ti f “ ”registration for “x” registration for “x” 
h Ih Ion the Internet,on the Internet,

then no one else can then no one else can 
use x on the Internet.use x on the Internet.



If I have a U.S. If I have a U.S. 
registration, registration, 
then I beat anybody then I beat anybody 
who doesn’t have a who doesn’t have a 
registration. registration. 



If I have a longIf I have a longIf I have a long If I have a long 
established markestablished markestablished mark,established mark,

I d ’t h tI d ’t h tI don’t have to worry I don’t have to worry 
b t i t tib t i t tiabout registrationsabout registrations. . 



If I get a U.S. If I get a U.S. gg
trademark,trademark,,,

then I don’t have tothen I don’t have tothen I don’t have to then I don’t have to 
orr abo t foreignorr abo t foreignworry about foreign worry about foreign 

i t tii t tiregistrations.registrations.



If I t U S t d kIf I t U S t d kIf I get a U.S. trademark,If I get a U.S. trademark,

th I h ld idth I h ld idthen I have worldwide then I have worldwide 
protectionprotectionprotection. protection. 



I’ve got trademarkI’ve got trademarkI’ve got trademark I’ve got trademark 
protection,protection,protection,protection,

no one can copy my no one can copy my py ypy y
product. product. 



I i t d tI i t d tI registered my corporate I registered my corporate 
name with the Texasname with the Texasname with the Texas name with the Texas 
Secretary of State,Secretary of State,Secretary of State,Secretary of State,

so I can use my companyso I can use my companyso I can use my company so I can use my company 
name anywhere. name anywhere. yy



I t d iI t d iI got a domain name,I got a domain name,

so I have trademark so I have trademark 
protection. protection. 



Th b t kTh b t kThe best marks are The best marks are 
h hh hthe ones that the ones that 

d ib dd ib ddescribe my goods describe my goods 
and servicesand services. . 



COPYRIGHTSCOPYRIGHTS



What’s Copyrightable?What’s Copyrightable?What s Copyrightable?What s Copyrightable?

books, articles, poems, etc.books, articles, poems, etc.
i l ki l kmusical worksmusical works

dramatic worksdramatic works
pictorial, graphic and sculptural workspictorial, graphic and sculptural works
web pagesweb pagesweb pagesweb pages
advertisementsadvertisements

h t hh t hphotographsphotographs



What’s Copyrightable?What’s Copyrightable?What s Copyrightable?What s Copyrightable?

paintingspaintings
t h i l d it h i l d itechnical drawingstechnical drawings
motion picturesmotion pictures
audiovisual worksaudiovisual works
sound recordingssound recordingssound recordingssound recordings
architectural worksarchitectural works



Copyright Exclusion RightsCopyright Exclusion RightsCopyright Exclusion RightsCopyright Exclusion Rights

ReproduceReproduceReproduceReproduce
Prepare new worksPrepare new worksPrepare new worksPrepare new works
DistributeDistributeDistributeDistribute
Publicly performPublicly performy py p
Publicly displayPublicly displayy p yy p y



Life of authors (latest)Life of authors (latest)
+ 70 years+ 70 years

Works for HireWorks for HireWorks for Hire, Works for Hire, 
AnonymousAnonymousyy
95 years from publication 95 years from publication 
oror

120 f ti120 f ti120 years from creation120 years from creation



©©©©



R i t tiR i t tiRegistrationRegistration

Creation of the workCreation of the work



If I d ’t k th tIf I d ’t k th tIf I don’t know that a If I don’t know that a 
k i i ht dk i i ht dwork is copyrighted,work is copyrighted,

then I have no risk.then I have no risk.



If I b idIf I b idIf I buy a video,If I buy a video,

I can charge money I can charge money g yg y
for showing it. for showing it. o s ow g t.o s ow g t.



I iI iI can copy magazine I can copy magazine 
i li lor newspaper articles or newspaper articles 

f i h ffif i h ffifor use in the officefor use in the office. . 



I can copyI can copyI can copy I can copy 
magazine ormagazine ormagazine or magazine or 
newspaper articlesnewspaper articlesnewspaper articles newspaper articles 
for use in researchfor use in researchfor use in research. for use in research. 



You must be a citizenYou must be a citizenYou must be a citizen You must be a citizen 
of the United States to of the United States to 
claim the benefits of claim the benefits of 
U.S. copyright laws.U.S. copyright laws.py gpy g



If I modify a If I modify a 
iicopyrighted work,copyrighted work,

I th i ht iI th i ht iI own the copyright in I own the copyright in 
the new workthe new workthe new work. the new work. 



If I write my own stories If I write my own stories 
using characters from using characters from 

th kth kanother work,another work,

I th i htI th i htI own the copyright. I own the copyright. 



To obtain a copyright on To obtain a copyright on py gpy g
a work, a work, 

you must register with the you must register with the 
Copyright OfficeCopyright OfficeCopyright Office. Copyright Office. 



I did not register aI did not register aI did not register a I did not register a 
copyrightcopyrightcopyrightcopyright

I l i hI l i hso I lost my rights. so I lost my rights. 



I l llI l llI can legally copy a I can legally copy a 
orkorkwork work 

if I give full credit to the if I give full credit to the 
i hi hcopyright owner. copyright owner. 



I’ i i th fI’ i i th fI’m giving them free I’m giving them free 
d ti id ti iadvertisingadvertising

so it’s not a violation. so it’s not a violation. 



If it d ’t “©”If it d ’t “©”If it doesn’t say “©” or If it doesn’t say “©” or 
“ i ht ”“ i ht ”“copyright,”“copyright,”

then I can copy it. then I can copy it. 



I l llI l llI can legally copy a I can legally copy a 
kkworkwork

if I don’t copy all of if I don’t copy all of pypy
it. it. 



They can’t sue me for They can’t sue me for 
iicopying copying 

if they did not register if they did not register 
the copyright. the copyright. 



If a song is on Napster If a song is on Napster 
or a similar website,or a similar website,

then I can make as many then I can make as many 
copies as I want.copies as I want.



If it’ th I t tIf it’ th I t tIf it’s on the Internet,If it’s on the Internet,

I can copy it all I want.I can copy it all I want.



I got it by email,I got it by email,I got it by email,I got it by email,

I d h t II d h t Iso I can do what I so I can do what I 
t ith itt ith itwant with it. want with it. 



If I don't charge for it,If I don't charge for it,If I don t charge for it,If I don t charge for it,

I don’t violateI don’t violateI don’t violate I don’t violate 
copyrightcopyrightcopyright. copyright. 



If they do not defend If they do not defend yy
their copyright,their copyright,py g ,py g ,

they lose itthey lose itthey lose it. they lose it. 



Y ’t th tY ’t th tYou can’t use that You can’t use that 
name,name,

it’s copyrightedit’s copyrighted. . 



M ili k tM ili k tMailing your work to Mailing your work to 
lf i j t dlf i j t dyourself is just as good yourself is just as good 

as copyrightas copyrightas copyright as copyright 
protectionprotectionprotection.protection.



I’m a DJ at a dance clubI’m a DJ at a dance clubI m a DJ at a dance club.I m a DJ at a dance club.

I can play I can play anyany song I want song I want p yp y yy gg

because the club has an because the club has an 
ASCAP license.ASCAP license.



My copyright My copyright y py gy py g
registration will registration will eg s o weg s o w
prevent others fromprevent others fromprevent others from prevent others from 
copying my idea.copying my idea.copying my idea. copying my idea. 



We paid John Smith toWe paid John Smith toWe paid John Smith to We paid John Smith to 
write this software forwrite this software forwrite this software for write this software for 
ususus.us.

W itW itWe own it. We own it. 



We were smart. We paidWe were smart. We paidWe were smart.  We paid We were smart.  We paid 
John Smith to write this John Smith to write this 
software for us, and he software for us, and he 
agreed that it is a “workagreed that it is a “workagreed that it is a “work agreed that it is a “work 
for hire.” …for hire.” …for hire.   … for hire.   … 

We own it.We own it.



I iI iI can reverse engineer or I can reverse engineer or 
di bl ftdi bl ftdisassemble software disassemble software 
with no risk of liabilitywith no risk of liabilitywith no risk of liability. with no risk of liability. 



I difI difI can modify I can modify 
ftftsoftwaresoftware

with no risk of with no risk of 
liability. liability. 



I can give my software I can give my software 
iito my sister.  to my sister.  

Software can be loaned Software can be loaned 
just like a book. just like a book. 



If everybody else is If everybody else is y yy y
using these materials,using these materials,g ,g ,

then I can toothen I can toothen I can too. then I can too. 



TRADE TRADE 
SECRETSSECRETSSECRETSSECRETS



SECRETSECRETSECRETSECRET

COMPETITIVE VALUECOMPETITIVE VALUECOMPETITIVE VALUECOMPETITIVE VALUE



Secrecy FactorsSecrecy FactorsSecrecy FactorsSecrecy Factors

extent known outside theextent known outside theextent known outside the extent known outside the 
businessbusinessbusinessbusiness
extent known by employeesextent known by employeesy p yy p y
extent of measures taken to extent of measures taken to 
maintain secrecymaintain secrecy



Competitive Value FactorsCompetitive Value FactorsCompetitive Value FactorsCompetitive Value Factors

value to owner andvalue to owner andvalue to owner and value to owner and 
competitorscompetitorspp
effort or money expended in effort or money expended in 
developingdeveloping
ease or difficulty of properlyease or difficulty of properlyease or difficulty of properly ease or difficulty of properly 
acquiring or duplicatingacquiring or duplicatingq g p gq g p g



If I d ’t k th tIf I d ’t k th tIf I don’t know that If I don’t know that 
someone else has rightssomeone else has rightssomeone else has rights someone else has rights 
in a informationin a informationin a information,in a information,

h h i kh h i kthen I have no risk. then I have no risk. 



If I don’t know that If I don’t know that 
i f i h b li f i h b linformation has been stolen information has been stolen 
from someone elsefrom someone elsefrom someone else,from someone else,

then I have no risk. then I have no risk. 



If it i t d bIf it i t d bIf it is not covered by a If it is not covered by a 
t tt tpatent,patent,

then it is not secret. then it is not secret. 



If you cannot get a If you cannot get a y gy g
patent on the patent on the pp

invention it is not invention it is not 
worth anything. worth anything. y gy g



Their secrets did not Their secrets did not 
help us because we do help us because we do pp
things differently than things differently than g yg y
they do. they do. 



PATENTSPATENTSPATENTSPATENTS



What’s Patentable?What’s Patentable?
Any new and usefulAny new and useful

What s Patentable?What s Patentable?
yy
ProcessProcess
MachineMachine
Method of manufactureMethod of manufacture
Composition of matterComposition of matter
ImprovementsImprovements on existing thingson existing thingsImprovementsImprovements on existing thingson existing things

Significant recent case law in patent law now Significant recent case law in patent law now 
l lll llalso allows:  also allows:  

SoftwareSoftware
Methods of doing businessMethods of doing businessMethods of doing businessMethods of doing business



Patent Exclusion RightsPatent Exclusion RightsPatent Exclusion RightsPatent Exclusion Rights

M kM kMakeMake
UseUse
SellSell
ImportImport



20 years20 years20 years20 years
from date of filingfrom date of filingfrom date of filingfrom date of filing



No applicationNo applicationNo applicationNo application

Provisional applicationProvisional applicationpppp

Standard applicationStandard application

PatentPatent



P t t diP t t diPatent pendingPatent pending

P t t tiP t t tiPatent noticePatent notice



If I get a patentIf I get a patentIf I get a patent,If I get a patent,

I then have the legal rightI then have the legal rightI then have the legal right I then have the legal right 
to make, use and sell my to make, use and sell my , y, y

invention.invention.



If I add on to orIf I add on to orIf I add on to or If I add on to or 
improve a patentedimprove a patentedimprove a patented improve a patented 
inventioninventioninvention, invention, 

th I d ’t i f ith I d ’t i f ithen I don’t infringethen I don’t infringe. . 



If I d ’t i t ti llIf I d ’t i t ti llIf I don’t intentionally If I don’t intentionally 
i f i t ti f i t tinfringe a patent,infringe a patent,

then I have no risk.then I have no risk.



If I send a written If I send a written 
d i ti fd i ti fdescription of my description of my 
invention to the Patentinvention to the Patentinvention to the Patent invention to the Patent 
Office,Office,Office,Office,
then I have protected mythen I have protected mythen I have protected my then I have protected my 
invention.invention.



I’ve never seenI’ve never seenI ve never seen I ve never seen 
anything like myanything like myanything like my anything like my 
invention on the invention on the 
market.market.

It must be patentable!It must be patentable!



A patent only covers A patent only covers 
the actual invention the actual invention 
that the owner makes that the owner makes 
or describes. or describes. 



If I read the abstract ofIf I read the abstract ofIf I read the abstract of If I read the abstract of 
a patenta patenta patent,a patent,

I no ha e a safeI no ha e a safeI now have a safe I now have a safe 
understanding of theunderstanding of theunderstanding of the understanding of the 
patentpatentpatent. patent. 



Th id iTh id iThat idea is so That idea is so 
simple it can’t be simple it can’t be 
patentable.patentable.pp



If I have a patent,If I have a patent,

then I can’t infringe then I can’t infringe gg
someone else’s patent. someone else’s patent. 



If th d ’t hIf th d ’t hIf they don’t have a If they don’t have a 
patentpatentpatent,patent,

then they must infringethen they must infringethen they must infringe then they must infringe 
my patent. my patent. 



They don’t make anything They don’t make anything 
andandandand
the invention describedthe invention describedthe invention described the invention described 
doesn’t work doesn’t work ––

I’ t i d b tI’ t i d b tI’m not worried about I’m not worried about 
their patent.their patent.their patent.their patent.



The devices have been The devices have been 
around for years around for years ----

their patent is no good.their patent is no good.p gp g



M t t iM t t iMy patent gives meMy patent gives me

worldwideworldwideworldwide worldwide 
protectionprotectionprotection.protection.



I have a U S patentI have a U S patentI have a U.S. patent,I have a U.S. patent,

so the U.S. will police so the U.S. will police pp
it for me. it for me. 



I have a U S patentI have a U S patentI have a U.S. patent,I have a U.S. patent,

so everyone must so everyone must 
know about it and know about it and 
will not infringe it. will not infringe it. gg



If I publish a paperIf I publish a paperIf I publish a paper If I publish a paper 
about my inventionabout my inventionabout my inventionabout my invention

I won't lose any I won't lose any yy
patent rightspatent rightsp gp g



I fil d t tI fil d t tI filed a patent I filed a patent 
li ili iapplication application 

so I am protectedso I am protectedso I am protected. so I am protected. 



Specific Patent Cyberspace Specific Patent Cyberspace 
Law Issues Law Issues 

Methods of Doing BusinessMethods of Doing Businessgg
Validity/EnforcementValidity/Enforcement

Patent Office ProblemsPatent Office Problems
Prior ArtPrior ArtPrior ArtPrior Art



Specific Patent Cyberspace Specific Patent Cyberspace 
Law Issues Law Issues 

Value as Business ToolValue as Business Tool
Defensive strategyDefensive strategy

Reverse BiddingReverse BiddingReverse BiddingReverse Bidding
Priceline.comPriceline.com

One Click ShoppingOne Click Shopping
Amazon vs Barnes & KnobleAmazon vs Barnes & KnobleAmazon vs. Barnes & KnobleAmazon vs. Barnes & Knoble



Specific Copyright Cyberspace Specific Copyright Cyberspace 
Law Issues Law Issues 

Copying Web PagesCopying Web Pages
Linking and FramingLinking and FramingLinking and FramingLinking and Framing

Outlinking (HREF)Outlinking (HREF)
deep linkingdeep linkingp gp g

Inlinking (IMG)Inlinking (IMG)

Web Page DesignWeb Page Designg gg g
Digital Millenium Copyright ActDigital Millenium Copyright Act



Specific Copyright Cyberspace Specific Copyright Cyberspace 
Law Issues Law Issues 

European Union Database ProtectionEuropean Union Database Protection
MusicMusicMusic Music 

MP3MP3
NapsterMusicNapsterMusicpp

DVDDVD
posting security codeposting security code



Specific Trademark Cyberspace Specific Trademark Cyberspace 
Law Issues Law Issues 

Domain Name vs. TrademarksDomain Name vs. TrademarksDomain Name vs. TrademarksDomain Name vs. Trademarks
differencesdifferences
registrationregistration
disputesdisputesdisputesdisputes

Cybersquatting and Reverse        Cybersquatting and Reverse        
C b ttiC b ttiCybersquattingCybersquatting



Specific Trademark Cyberspace Specific Trademark Cyberspace 
Law Issues Law Issues 

LinkingLinking
hihisponsorshipsponsorship

affiliationaffiliation
DiversionDiversion

buried metaburied meta--tagstagsburied metaburied meta--tagstags
search enginessearch engines



Three Areas of IP Management Three Areas of IP Management 
for Your Dot Com Businessfor Your Dot Com Business

ProsecutionProsecution -- Seeking patent, trademark andSeeking patent, trademark andProsecution Prosecution Seeking patent, trademark and Seeking patent, trademark and 
copyright registration protectioncopyright registration protection

Litigation Litigation -- enforcement and defense of IP rightsenforcement and defense of IP rights

Transactional Transactional -- transfer of IP rights through various transfer of IP rights through various 
instrumentsinstrumentss u e ss u e s

Assignments, licenses, service agreements, Assignments, licenses, service agreements, security security 
interests, etc.interests, etc.



ELECTRONIC SIGNATURESELECTRONIC SIGNATURES



The Uniform Electronic The Uniform Electronic 
Transactions Act (UETA)Transactions Act (UETA)
The Electronic Signatures inThe Electronic Signatures inThe Electronic Signatures in The Electronic Signatures in 
Global and National Commerce Global and National Commerce 
ActAct
The Uniform Real PropertyThe Uniform Real PropertyThe Uniform Real Property The Uniform Real Property 
Electronic Recording ActElectronic Recording Act



Types of Digital SignaturesTypes of Digital SignaturesTypes of Digital SignaturesTypes of Digital Signatures

autographautographautographautograph
fobs and credit cardsfobs and credit cards

(swiping)(swiping)
digital certificatedigital certificate



Some Website Liability IssuesSome Website Liability Issues



Copyright InfringementCopyright InfringementCopyright InfringementCopyright Infringement

Framing another site’sFraming another site’sFraming another site s Framing another site s 
contentcontentcontent content 



Trademark InfringementTrademark InfringementTrademark InfringementTrademark Infringement

U i TM tU i TM t t t tt tt t tt tUsing TMs as metaUsing TMs as meta--tags to attract tags to attract 
traffictraffic
Displaying TMs in sponsored adDisplaying TMs in sponsored ad
Use of competitor’s mark as a Use of competitor’s mark as a 
search term ???search term ???search term ???search term ???



DefamationDefamationDefamationDefamation

Statements or postings in your discussionStatements or postings in your discussionStatements or postings in your discussion Statements or postings in your discussion 
forumforum
Comply with the Digital MillenniumComply with the Digital MillenniumComply with the Digital Millennium Comply with the Digital Millennium 
Copyright Act (DMCA) Copyright Act (DMCA) ---- procedures and procedures and 
safe harborssafe harborssafe harborssafe harbors
Post and enforce a strong online policy Post and enforce a strong online policy 
th t hibit d f t t t t dth t hibit d f t t t t dthat prohibits defamatory statements and that prohibits defamatory statements and 
other undesirable content. other undesirable content. 



Far away jurisdictionFar away jurisdictionFar away jurisdictionFar away jurisdiction

ZippoZippoZippoZippo
Bad Bad ---- interactivity (e.g. an einteractivity (e.g. an e--
commerce shopping cart)commerce shopping cart)
GoodGood informational advertisinginformational advertisingGood Good ---- informational advertisinginformational advertising


